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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

GROUPON, INC.,

Petitioner,

v.

SEIZE THE DEAL, LLC,

Registrant.

§

§

§

§

§

§

§

§

§

§

Registration Number: 3,895,290

Mark: SEIZE THE DEAL

Registered: December 21, 2010

Cancellation No.: 92062023

PETITIONER'S RESPONSE AND OBJECTION TO REGISTRANT'S MOTION TO

SUSPEND PROCEEDING PENDING OUTCOME OF CIVIL ACTION

Petitioner, Groupon, Inc. (hereinafter, "Petitioner" or "Groupon") hereby responds to

Registrant Seize The Deal, LLC's (hereinafter, "Registrant") Motion To Suspend Proceeding

Pending Outcome Of Civil Action filed with the Board on September 1, 2015. Registrant's Motion

should be denied because the Registrant and owner of U.S. Reg. No. 3,895,290 at the time this

proceeding was commenced (namely, Seize The Deal, LLC) is not a party to pending Civil Action

No. 3:15-cv-1870-P. Registrant cannot rely on that pending action to satisfy the requirements of 37

C.F.R. § 2.117 for suspension of proceedings.

As established by Board records for this proceeding, as well as in USPTO trademark status

records for U.S. Reg. No. 3,895,290 at the time this proceeding was commenced, the Registrant is

Seize The Deal, LLC. For the Board's convenience of reference, Groupon submits herewith a true

and correct copy of the official filing receipt for Groupon's Petition for Cancellation (filed with the

Board on July 27,2015) as Exhibit A, along with a true and correct copy of an official USTPO

trademark status record dated August 14, 2015 (18 calendar days after Petitioner commenced the

current proceeding) as Exhibit B, said records verifying ownership of U.S. Reg. No. 3,895,290 on



2

the indicated dates by Seize The Deal, LLC, not by Townsquare Commerce, LLC as erroneously

suggested by Registrant in its Motion To Suspend Proceeding. Additionally, Groupon submits

herewith as Exhibit C true and correct copies of Groupon's Answer and Counterclaim and Plaintiff's

Original Complaint as previously filed in connection with pending Civil Action No. 3:15-cv-1870-

P, for purposes of confirming that Seize The Deal, LLC is not listed as a party to said civil action.

It is well settled that, in order for a case pending before the Board to be suspended until

termination of a co-pending civil action or other Board proceeding, the civil action or other Board

proceeding must not only have a bearing on case presently before the Board, but it must also

involve the same parties. See, Boyds Collection Ltd. v. Herrington & Company, 65 U.S.P.Q.2d

2017 (TTAB 2003); and See, Miller v. B & H Foods, Inc., 209 U.S.P.Q. 357 (TTAB 1981)

(suspension of a proceeding by the Board to await the outcome of a civil action presupposes that

the action before the Board involves the same parties as those in the civil action).

In view of the foregoing, Groupon respectfully submits (i) that the Registrant and owner

of U.S. Reg. No. 3,895,290 at the time Groupon commenced the present proceeding was Seize The

Deal, LLC; (ii) that Seize The Deal, LLC is not a party to pending Civil Action 3:15-cv-1870-P

involving Groupon and Townsquare Commerce, LLC; and (iii) and that Registrant's Motion for

suspension of the present proceeding pending outcome of the identified civil litigation should

accordingly be denied by the Board.
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Respectfully submitted,

s/Charles E. Phipps/

Charles E. Phipps

Robert E. Nail

Paul D. Lein

Locke Lord LLP

2200 Ross Avenue, Suite 2200

Dallas, TX 75201-6776

214/740-8441

214/756-8441 (Fax)

Dated: September 14, 2015 ATTORNEYS FOR

PETITIONER GROUPON, INC.
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CERTIFICATE OF SERVICE

I hereby certify that a copy of the above and foregoing Petitioner's Response And

Objection To Registrant's Motion To Suspend Proceeding Pending Outcome Of Civil Action was

transmitted and served upon the following counsel for Registrant, per prior agreement and

stipulation of the parties, on this 14th day of September, 2015:

Stewart N. Mesher

Conley Rose, P.C.

13413 Galleria Circle

Suite 100

Austin, TX 78738

s/Robert E. Nail/

Robert E. Nail

DAL:1490793/00015:2409627v1






































































